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Hunyapi Janos Corporation v. ALEXANDER F. STOEGER 


United States Circuit Court of Appeals for the Second Circuit 


| October 31, 1922 
Trapve-MarKks—INFRINGEMENT—APPEAL “Hunyapi Janos” oN MINERAL 
Waters—Ricur or Compertiror To Import GENUINE Water UNDER 

GenvuINE Lapet—INsunctTion DENIED. 


Defendant, who imported the genuine “Hunyadi Janos” water from 
its Hungarian owners and sold it in the United States under the 
original seal, label, and trade-marks cannot be restrained in favor of 
plaintiff corporation, which claimed to have received by sale from the 
Alien Property Custodian during the war all right and title to the 

| said mark in the United States, inasmuch as it is evident that said 
purchase conveyed merely the agency rights in this country possessed 
by the original American owner, and could not prevent the Hungarian 
house from opening other agencies here. 


In equity. Appeal from judgment of the United States Dis- 
trict Court for the Southern District of New York, denying a 


preliminary injunction in an alleged trade-mark infringement. 
Affirmed. 


Harry D. Nims, of New York City, for plaintiff-appellant. 
Hans v. Briesen, of New York City, for defendant-appellee. 


Before Rocers, Manton, and Mayer, Circuit Judges. 


Rocers, Circuit Judge: This case involves rights arising under 
a trade-mark. 

It appears that on December 21, 1918, the Alien Property 
Custodian of the United States, acting under the provisions of the 
Trading with the Enemy Act, seized the business of the “Firm of 
Andreas Saxlehner” in the City of New York as the property of an 
alien enemy resident in Budapest, Hungary, which country was at 
that time at war with the United States. He at the same time 
seized certain trade-marks as belonging to the business conducted 
under the name of Andreas Saxlehner at New York City, the trade- 
marks being registered in the United States Patent Office. And the 


seizure of such trade-marks was filed in the office of the Commis- 
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sioner of Patents on December 24, 1918. The trade-marks so 
seized may be found in the footnote.’ 

It appears also that on January 25, 1919, the Alien Property 
Custodian sold for a valuable consideration the business so seized 
by him to the Partola Manufacturing Co., of New York City, and 
gave a bill of sale therefor, which was duly recorded. And on May 
19, 1919, the Partola Manufacturing Company transferred to the 
plaintiff the business so purchased by it and the bill of this sale 
was also recorded. 

The plaintiff alleges in its complaint that it thereupon became 
and ever since has been the only true and lawful owner of the 
business conducted under the name of Andreas Saxlehner at New 
York City, and is the owner of all the trade-marks above referred 
to, and of all the good-will in the United States attaching to or 
associated with the name of Andreas Saxlehner and with the said 
label and trade-marks. It alleges that these were conveyed to the 
plaintiff's predecessor and to the plaintiff as an appurtenance to 
the business seized and conveyed as aforesaid, the same having been 
owned and used in the United States by the said enemy owner. 

The defendant, also a citizen of New York and engaged in 
business in New York City, is an importer of various German prod- 
ucts. He is alleged to have imported mineral water which he 
claims is bottled by the firm of Andreas Saxlehner in Hungary, and 
has sold and is threatening to continue to sell this water under the 
names of “Hunyadi Janos” and “Andreas Saxlehner” and in con- 
tainers to which is attached a label similar in every detail to that 
used by the plaintiff. 


The mineral water so sold and offered for sale by the de- 


1 Number Description Date 

No. 14,251 “Janos” Renewed Apr. 5, 1917 
No. 14,252 “Hunyadi” Renewed Apr. 5, 1917 
No. 28,766 “Hunyadi Janos” Dated Aug. 18, 1896 
No. 29,700 “Hunyadi” Dated Mar. 16, 1897 
No. 72,969 “Hunyadi Janos” Dated Mar. 9, 1909 
No. 72,970 “Hunyadi” Dated Mar. 9, 1909 
No. 72,971 “Janos” Dated Mar. 9, 1909 
No. 85,181 Portrait of Hunyadi Janos Dated Jan. 30, 1912 
No. 89,705 Name and portrait (for pills) Dated Dec. 31, 1912 





_-_ 
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fendant is sold without the authority or permission of the plaintiff, 
and the labels attached to the bottles have been placed thereon with- 
out the plaintiff’s authority. And this is claimed to be a direct 
infringement of the plaintiff's trade-marks. 


This complaint contains the following interesting allegation: 


“Plaintiff is informed and believes, and therefore alleges, that the de- 
fendant has imported said water by reason of and in connection with, and 
as the purpose and outcome of, a conspiracy and agreement on the part of 
the persons now owning the Saxlehner concern at Buda-Pesth and the de- 
fendant to circumvent and defeat the acts and purposes of the Government 
of the United States of America in seizing and selling the Saxlehner con- 
cern in New York City as aforesaid, and to enable the said owners of the 
Saxlehner business, a former alien enemy of the United States, to now 
obtain for themselves again the property and business so seized by the 
Government of the United States without expense to themselves, and to 
this end and for this purpose to discredit the plaintiff and to destroy, by 
any and all means possible, the confidence of the public in the representa- 
tions of the plaintiff that it is the true and lawful owner of said business 
in the United States, and to destroy in the hands of the plaintiff the value 
of the property which it has purchased from the Government of the United 
States as aforesaid; and, in short, to restore to the Saxlehner concern the 
identical business property and trade-marks which were duly and lawfully 
seized by the United States Government from this concern during the war, 
and by the Government transferred to the plaintiff's predecessor; and that 
the importation and sale of the water now sold and offered for sale by the 
defendant constitutes an infringement of the plaintiff's said trade-marks 
and a violation of the plaintiff's rights under and by reason of its purchase 
of the Andreas Saxlehner business at 130 Fulton Street, New York, as 
aforesaid; and is a direct and deliberate attempt by the Saxlehner con- 
cern, formerly an alien enemy of the United States, and the defendant, to 
circumvent the United States Government and the plaintiff as aforesaid, 
and is in defiant and direct contravention of the statutes of the United 
States under which such seizure and sale were made.” 


It appears that the only thing complained of in this suit is 
that the defendant offers for sale in the United States under the 
name of Hunyadi Janos certain waters bought directly by the de- 
fendant from the owners and sole proprietors of the famous Hunyadi 
Janos Springs in Hungary. The defendant states in his affidavit 
that he has never bought or sold any water other than the genuine 
Hunyadi Janos water. And in his affidavit he declares: 

“The bottles of Hunyadi Janos which I sell are offered by me to the 
trade in exactly the same form as they come to me, that is, every label, 
capsule, etc., which the merchandise bears is the genuine label, capsule, etc., 


of the firm of Andreas Saxlehner of Budapest and was affixed to the 
merchandise by said firm.” 
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The plaintiff asks that the defendant be enjoined as follows: 


“(a) From importing or procuring, directly or indirectly, either in 
bottles, bulk, or any form whatever, any bitter water under or in connec- 
tion with the name ‘Hunyadi Janos,’ the medallion of the knight’s head, 
the name ‘Andreas Saxlehner’ or any colorable imitation of the plaintiff’s 
label referred to above, and from in any other way, directly or indirectly, 
infringing the plaintiff's said trade-marks. 

“(b) From using or employing in the importation, advertising or sell- 
ing, or offering for sale, of bitter water or mineral water or any beverage, 
excepting only waters sold by the plaintiff, any of the plaintiff's trade- 
marks or labels or any colorable imitation of any of them. 

“(c) From doing any act or thing which, directly or indirectly, 
destroys or tends to destroy, or impairs or tends to impair, the value, in 
the hands of the plaintiff, of the rights, trade-marks, property, good-will, 
or of anything seized by the United States of America in connection with 
its said seizure of the business of Andreas Saxlehner at 130 Fulton Street, 
New York, and from doing any act or thing, directly or indirectly, which will 
tend to restore the said business or return the said business to the alien 
enemy from whom it was seized as aforesaid.” 


An accounting is also asked. A temporary restraining order 
was issued upon the complaint and affidavits. Subsequently, the 
restraining order was vacated and the motion for a preliminary in- 
junction was denied, and this appeal was taken. 

This court in A. Bourjois & Co., Inc., v. Katzel, 275 Fed. 539 
[11 T. M. Rep. 211*], held that the importation and sale in the 
United States of an article made in a foreign country, bearing the 
trade-mark under which it is known and sold in the country where 
made and also in this country, is not an infringement of the Ameri- 
can trade-mark on the same imported article, though that is owned 
by a competitor. In that case it was assumed that the plaintiff, a 
New York corporation, was the owner of the French manufacturer's 
trade-marks, and that it would be a breach of the French firm’s 
obligations for it to sell its face powder in this country. But we 
held that, as the defendant bought the face powder in France and 
herself imported it into this country and sold it in the original boxes 
in which she purchased the powder, this did not constitute an in- 
fringement of the American trade-mark. We are unable to dis- 
tinguish that case from the one now before the court. If we assume 
for the purposes of the argument that the plaintiff obtained a good 
title to the business in this country of the firm of Andreas Saxlehner 


in Hungary and owns here the trade-marks claimed, nevertheless, 
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as the defendant purchased the water in Europe and it is the 
genuine Hunyadi Janos water and he is offering it to the trade in 
the form in which he imported it and the labels were affixed to it 
by the firm of Andreas Saxlehner in Budapest, we see no distinction 
in principle between this case and the Bourjois case. We do not 
therefore deem it necessary now to inquire as to the effect of the 
sale made by the Alien Property Custodian, and whether the plain- 
tiff has acquired legal title to the trade-marks. 

If the firm of Andreas Saxlehner in Hungary had transferred 
along with its trade-marks its American business exclusively to the 
New York firm, and had thereafter undertaken to compete with 
the latter by exporting its waters to the United States for sale 
here, its conduct would have afforded a ground for equitable juris- 
diction. See Apollinaris Co. v. Scherer, 27 Fed. 19, 20; A. Bour- 
jois & Co. v. Katzel, 275 Fed. 539, 542. But whether it did so 
transfer its business and trade-marks and whether the complainant 
by virtue of the sale made by the Alien Property Custodian has ac- 
quired the exclusive right, title and interest in the business in this 
country and the right to the trade-marks we need not now inquire. 
For there is no sufficient allegation in the complaint that such a 
transfer was ever made. The allegation may be found in the foot- 
note. It only alleges that the Saxlehner concern established an 
office and place of business in New York from which it distributed 
its mineral waters. But that is consistent with the theory that this 
New York office was a mere agency of the Saxlehner concern which 
agency had no exclusive rights in the business or in the trade-marks 


**At a date unknown to the plaintiff, the Saxlehner concern established 
in the United States an office and place of business, from which, as plain- 
tiff is informed and believes, and therefore alleges, it distributed to various 
buyers in the United States and other countries its mineral water and other 
products. In 1917 and 1918, this business was conducted under the name 
of Andreas Saxlehner, at 130 Fulton Street, New York City. From this 
office goods were shipped, bills were sent out, payments received, and the 
business of selling in the United States the merchandise of the Saxlehner 
concern was entirely and completely conducted by it; and this business 
was a going concern at the time of the outbreak of the war between the 
United States and the Empire of Austria-Hungary, and at the time of the 
seizure of the same as hereinafter set forth.” 
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which it could sell or assign or which could prevent the Hungarian 
Company from opening at any time any number of other agencies 
in the United States or from interfering in any manner it saw fit 
therewith. 

The allegation as to collusion between the defendant and the 
Saxlehner house in Budapest is without importance unless the New 
York office possessed exclusive and independent rights against the 
parent concern, which is nowhere alleged. 

At the argument it was urged that in the present case justice 
required that this litigation should not be continued and that the 
court should direct not only the confirmation of the order appealed 


from but a dismissal of the bill as a whole. But without enlarging 


upon the matter further, it must suffice to say that there are reasons 
why we do not deem it best that the bill should be dismissed. 


The order denying the preliminary injunction is affirmed. 


GULBRANSEN-Dickinson Co. v. H. P. Mavs Prano Co. 
United States District Court, Northern District of Ohio 


February 3, 1923 


Trape-Marks anp Unrair Competirion—Use or Apvertristnc Matter Bzar- 
ING Trape-Marks and CopyriGHTeD ILLUsTRATIONS—DEFENSE OF 
Impuiep Contrract—Use Arrer Expiration or Contract anp Upon 
Orner THan Prarntirr’s Goops—InNJuNCTION. 

Where defendant, a dealer in pianos, acted under an agreement 
with plaintiff, a manufacturer of pianos, as sales agent for the latter’s 
products, and received from plaintiff certain copyrighted illustrations 

and trade-marked matter for use in advertising said pianos, it was 

| guilty of unfairly competing with the latter and of trade-marks in- 

fringement, when, after the termination of the implied contract, it used 
said material on pianos other than those of plaintiff's manufacture; 
and it will be enjoined from further acts of the kind. 





Action for infringement of copyright and trade-mark infringe- 


ment and for unfair competition. Decree for plaintiff. 


(Norre:—Those portions of the opinion that relate exclusively to copy- 
rights are omitted in the following report of the case.—Ep.) 
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D. C. Wesrernuaver, J.: The defendant for several years 
prior to February 1, 1921, was one of plaintiff’s dealers, located 
at Lima, Ohio, and had a restricted territory. His relationship as 
such dealer was terminted on or about February 1, 1921, and an- 
other firm at Lima, Ohio, coincidentally therewith became plaintiff's 
dealer in that territory. The reasons for the termination of de- 
fendant’s relationship are not material because it is undisputed that 
such termination was duly made, defendant duly notified thereof, 
and assented thereto. Prior to such termination plaintiff had 
furnished defendant with electrotype cuts of the four copyrighted 
pictorial illustrations now involved. These were furnished defend- 
ant to be used in advertising and selling plaintiff's playerpianos 
and were so used. Defendant knew and was informed that they 
were copyrighted. Some, if not all, contained stamped thereon a 
notice that they were the property of plaintiff, lent to defendant 
and were to be returned on demand. In plaintiff's final notice of 
termination this information was explicitly conveyed defendant and 
demand was made upon him for the return of all of plaintiff's copy- 
righted cuts and illustrations and including also copies of his 
registered trade-mark which had been furnished to defendant for 
the same purpose. Defendant did not do so, although acknowledg- 
ing receipt of the notice of termination and of this demand in the 
words, “All right.’’ In June following, a similar demand was made 
by plaintiff upon defendant, to which he did not reply. 

Defendant’s contention is that these copyrighted illustrations 
in the form of advertising and electrotype cuts having been fur- 
nished defendant to be used in advertising and selling player pianos 
which plaintiff had bought and paid for during the existence of the 
business relation above described, it had an implied license to make 
use thereof after the termination of that relation to advertise and 
sell player pianos which it had previously acquired and which it 
then had on hand. The proposition of law which I desired further 
to study was involved in this contention. This defense is in the 
nature of confession and avoidance, and the burden is on the de- 


- 


fendant to prove it. See Hendrick v. Thomas Publishing Co. (2 
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which it could sell or assign or which could prevent the Hungarian 
Company from opening at any time any number of other agencies 
in the United States or from interfering in any manner it saw fit 
therewith. 

The allegation as to collusion between the defendant and the 
Saxlehner house in Budapest is without importance unless the New 
York office possessed exclusive and independent rights against the 
parent concern, which is nowhere alleged. 

At the argument it was urged that in the present case justice 
required that this litigation should not be continued and that the 


court should direct not only the confirmation of the order appealed 


from but a dismissal of the bill as a whole. But without enlarging 


upon the matter further, it must suffice to say that there are reasons 
why we do not deem it best that the bill should be dismissed. 


The order denying the preliminary injunction is affirmed. 


GULBRANSEN-Dickinson Co. v. H. P. Mavs Piano Co. 
United States District Court, Northern District of Ohio 
February 3, 1923 


Trape-Marxks ann Unrair CompetrrioN—Use or Apvertisinc Matrer Bzrar- 
ING Trape-Marks anp CopyriGHTep ILLUstrRATIONS—DEFENSE OF 
Impuiep Contract—Use Arter Expiration or Contract anp Upon 
Orner THan Prarntirr’s Goops—INJUNCTION. 

Where defendant, a dealer in pianos, acted under an agreement 
with plaintiff, a manufacturer of pianos, as sales agent for the latter’s 
products, and received from plaintiff certain copyrighted illustrations 
and trade-marked matter for use in advertising said pianos, it was 
guilty of unfairly competing with the latter and of trade-marks in- 
fringement, when, after the termination of the implied contract, it used 


said material on pianos other than those of plaintiff's manufacture; 
and it will be enjoined from further acts of the kind. 


Action for infringement of copyright and trade-mark infringe- 
ment and for unfair competition. Decree for plaintiff. 


(Note:—Those portions of the opinion that relate exclusively to copy- 
case.—Ep. ) 


rights are omitted in the following report of th 
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D. C. Wesrernaver, J.: The defendant for several years 
prior to February 1, 1921, was one of plaintiff’s dealers, located 
it Lima, Ohio, and had a restricted territory. His relationship as 
such dealer was terminted on or about February 1, 1921, and an- 
other firm at Lima, Ohio, coincidentally therewith became plaintiff's 
dealer in that territory. The reasons for the termination of de- 
fendant’s relationship are not material because it is undisputed that 
such termination was duly made, defendant duly notified thereof, 
and assented thereto. Prior to such termination plaintiff had 
furnished defendant with electrotype cuts of the four copyrighted 
pictorial illustrations now involved. These were furnished defend- 
ant to be used in advertising and selling plaintiff's playerpianos 
and were so used. Defendant knew and was informed that they 
were copyrighted. Some, if not all, contained stamped thereon a 
notice that they were the property of plaintiff, lent to defendant 
and were to be returned on demand. In plaintiff's final notice of 
termination this information was explicitly conveyed defendant and 
demand was made upon him for the return of all of plaintiff's copy- 
righted cuts and illustrations and including also copies of his 
registered trade-mark which had been furnished to defendant for 
the same purpose. Defendant did not do so, although acknowledg- 
ing receipt of the notice of termination and of this demand in the 
words, “All right.’ In June following, a similar demand was made 
by plaintiff upon defendant, to which he did not reply. 

Defendant’s contention is that these copyrighted illustrations 
in the form of advertising and electrotype cuts having been fur- 
nished defendant to be used in advertising and selling player pianos 
which plaintiff had bought and paid for during the existence of the 
business relation above described, it had an implied license to make 
use thereof after the termination of that relation to advertise and 
sell player pianos which it had previously acquired and which it 
then had on hand. The proposition of law which I desired further 
to study was involved in this contention. This defense is in the 
nature of confession and avoidance, and the burden is on the de- 


fendant to prove it. See Hendrick v. Thomas Publishing Co. (2 
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G. C. A.), 242 Fed. 37; General Electric Co. v. Continental Lamp 
Works, 280 Fed. 846. 

In this case I do not deem it necessary to express an opinion 
upon the exact question presented by defendant. Its contention 
would be sustainable and would have to be decided only if defend- 
ant had used the copyrighted material in advertising exclusively and 
selling Gulbransen playerpianos which defendant had on hand at 
the termination of its agency. This is not what defendant did. On 
the contrary it made use of the copyrighted advertising matter in 
advertising generally pianos and playerpianos, not limiting such ad- 
vertising or indicating therein in any way that it related to plain- 
tiff’s product. Furthermore, defendant’s conduct repels any infer- 
ence that it was acting in good faith within the terms of the implied 
license which defendant now asserts. How many playerpianos of 
plaintiff's make defendant had on hand is not shown. A witness on 
behalf of plaintiff who visited defendant’s store in December, 1920, 
says that he saw none on hand. Defendant had bought few, if any, 
after the middle of the year, 1920. Defendant obtained from 
sources not entirely known but in part surreptitiously through the 
Ye Music Shoppe of Findlay, a number of playerpianos of plain- 
tiff’s make to supply his trade. Defendant was guilty of various 
forms of unfair competition in procuring these playerpianos in this 
surreptitious manner and in marketing and disposing of plaintiff's 
make of playerpianos, through and at its store in Lima. If an im- 
plied license of a limited nature such as defendant asserts, could in 
law be established, he cannot be protected thereby, because his 
conduct was not in accordance therewith, but on the contrary, was 


general, open, and extensive, and was in connection with his gen- 


eral business of advertising and selling other makes of pianos and 
playerpianos, after his agency with plaintiff had been finally ended. 

The bill in this case charges infringement by defendant of 
plaintiff's registered trade-mark, and unfair competition. It was 
heard with N. 295, between the same parties, this day filed. The 


general situation is fully set forth therein, and no extended opinion 


is necessary. 
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Upon the facts I am of opinion that defendant has made use 
of and infringed plaintiff's registered trade-mark described in this 
bill of complaint, and has also been guilty of unfair competition in 
the use thereof and in other respects as charged in plaintiff's bill of 
complaint. A decree in plaintiff’s favor and an injunction will be 
entered. This conclusion was intimated by me at the hearing but 
the case was reserved for further deliberation as to whether an ac- 
counting should be awarded. In my opinion plaintiff cannot estab- 
lish, according to the established rules of law and _ evidence, 
pecuniary damage such as would justify the expense of an account- 
ing, and none will therefore be ordered. Plaintiff will, however, 
recover costs. 


Tuomas E. Rospertson, as CoMMISSIONER OF PaTENTs, AND R. S. 
Howarp Company, INTERVENER, V. THE UnNitTep STATES oF 


AMERICA EX REL. THE BaLtpwin Company 
In the Court of Appeals of the District of Columbia 
February 5, 1923 


Trape-Marks—CanceELLaTION ProceepIncs—Finatry or Decision or D1s- 
Trict or CotumBia Court or Appeats—Sprecrat AppeaLt—ReEvVERSAL. 
Where the appellant company brought suits for the cancellation of 

two trade-marks registered by the appellant company, and after dis- 
missal thereof by the Commissioner of Patents, successfully appealed 
to the Court of Appeals of the District of Columbia, and the appellee 
company then applied to the Supreme Court of the United States for 
writs of certiorari which were refused on the ground that the decision 
of the former Court was not final, and where said appellee thereupon 
filed a bill of equity against the Commissioner of Patents in the 
Supreme Court of the District of Columbia to restrain him from can- 
celling the said registrations, in which action said appellant joined as 
intervener, and on the issuance of an injunction as prayed, said ap- 
pellant brought the case again before the Court of Appeals of the Dis- 
trict of Columbia by special appeal, it was held that the decision of 
the latter Court in such cases is final and that, inasmuch as there is no 
provision in law for an equity suit in cancellation proceedings, the 
decision appealed from must be reversed. 

Same—SamMe—AppuicaBitiry oF Section 9 or THe Trape-Mark Act or 
1905 anp Sections 4914 anp 4915, R. S.—Avrnoriry or U. S. 
Supreme Covert. 
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Section 4915 Rev. Stat. does not apply to trade-marks, and Section 
9 of the Trade-Mark Act of 1905 applies solely to proceedings on 
appeal from the Commissioner of Patents to the Court of Appeals of 
the District of Columbia. 


The decision of the Court of Appeals of the District of Columbia 
is final respecting registration of trade-marks, opposition to registra- 
tion, cancellation of registration, and in trade-mark interference pro- 
ceedings, except as provided by Section 22 of the Trade-Mark Act, 
which Section applies solely in interfering registered trade-mark pro- 
ceedings. 

The Supreme Court of the District of Columbia is without author- 
ity to enjoin the Commissioner of Patents from cancelling a_ trade- 
mark registration which the Court of Appeals of the District of 
Columbia has adjudged should be cancelled. 

Special appeal from an interlocutory decree of the Supreme 
Court of the District of Columbia denying a motion to dismiss the 
bill of complaint and granting an injunction pendente lite restrain- 
ing the Commissioner of Patents from cancelling Trade-Mark 
Registration No. 31,411 and Registration No. 46,993. The Com- 
missioner of Patents filed no brief and took no part in the argument. 
For earlier decisions in this and related cases, see 6 T. M. Rep. 310, 
182 (U. S., D. C.), 585 (C. C. A.); 8 T. M. Rep. 288 (Pat. off.) ; 
9 T. M. Rep. 116 (C. A. D. C.); 11 T. M. Rep. 159 (U. S. S. C.). 
Reversed and remanded. 


Samuel S. Watson, of New York City, for R. S. Howard Com- 
pany. 
Frederick D. McKenney, of Washington, D. C., and John E. 


Cross, of Baltimore, Maryland, for the Baldwin Company. 


ConsTanTINE J. SMytu, C. J.: The Baldwin Company, claim- 
ing to be the owner of two trade-marks used on pianos, caused the 
marks to be registered in the Patent Office. Two proceedings to 
have the marks cancelled were instituted by R. S. Howard Com- 
pany, one of the appellants. Relief was denied it by the Commis- 
sioner of Patents, but on appeal to this court his decision was re- 


versed and the Commissioner was so advised, as provided by statute 


(33 Stat. L. 727, sec. 9; secs. 4914 et seg., Revised Statutes). From 
our action the Baldwin Company appealed to the Supreme Court of 
the United States, and also prayed for writs of certiorari. 
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The appeals were dismissed and the writs of certiorari denied, 
for the reason that our decision was not final. Judicial Code, secs. 
250, 251 et seq. Thereupon the Baldwin Company filed its bill in 
equity against Honorable Thomas E. Robertson as Commissioner of 
Patents, in the Supreme Court of the District, basing its right to do 
so upon section 9 of the trade-mark statute (33 Stat. 727) and 
sections 4914 and 4915 of the Revised Statutes. The bill as 
amended sought to restrain the Commissioner from cancelling the 
marks in accordance with our decision, and prayed that pending the 
final disposition of the case he be enjoined from cancelling them. 
On its petition the R. S. Howard Company was permitted to inter- 
vene. The Commissioner of Patents and the latter company filed 
separate answers. ‘The Commissioner asserted, among other things, 
that he was bound by the decision of this court. The Howard 
Company went into its case with much elaboration, and then moved 
to dismiss the amended bill on several grounds, among them being 
one to the effect that the court was without authority to grant the 
relief asked for, or any relief in the premises. The motion having 
been overruled, a preliminary injunction went out restraining the 
Commissioner of Patents as prayed, and the Howard Company 
brought the case here for our review by special appeal. 27 Stat. 
136. 

The case turns upon the jurisdiction of the Supreme Court of 
the District to entertain the suit. Registration of trade-marks, op- 
position to registration, cancellation of registraton, and interference 
proceedings are all governed by statute. 33 Stat., sec. 724 et seq. 
The solution of any question which arises with respect to these 
matters must be in harmony with the terms of the statute. Lincoln 
v. Virginia Portland Cement Co., 49 App. D. C. 33; Moore v. 
United States, 249 U. S. 487; United States v. Temple, 105 U. S. 
97. If there is no statutory authority for bringing the suit, then 
the action of the lower court must be reversed and the amended bill 
dismissed. 

It is asserted by the Baldwin Company that section 9 of the 


trade-mark act and sections 4914 and 4915, Revised Statutes, supra, 








112 THIRTEEN TRADE-MARK REPORTER 


when considered together authorize the suit. Section 9 says that 
if a 

“party to an application for the cancellation of the registration of a trade- 
mark is dissatisfied with the decision of the Commissioner of Patents he 
may appeal to the Court of Appeals of the District of Columbia, on com- 
plying with the conditions required in case of an appeal from the decision 
of the Commissioner by an applicant for patent, or a party to an inter- 
ference as to an invention, and the same rules of practice and procedure 
shall govern in every stage of such proceedings, as far as the same may be 
applicable.” (Italics supplied.) 

When this court was organized in 1893 (27 Stat. 434) the 
determination of appeals from the decisions of the Commissioner of 
Patents, then vested in the Supreme Court of the District of Colum- 
bia, was transferred to this court. 27 Stat. 436, section 9. Section 
+914, R. S., provides that when this court determines an appeal 
from the Commissioner of Patents in patent cases it “shall return to 
the Commissioner a certificate of its proceedings and decision, which 
shall be entered of record in the Patent Office, and shall govern the 
further proceedings in the case’; and adds, “But no opinion or de- 
cision of the court in such case shall preclude any person interested 
from the right to contest the validity of such patent in any court 
wherein the same may be called in question.” 

Section 4915 says that whenever a patent is refused by the 
Commissioner of Patents or by this court “the applicant may have 
remedy by bill in equity; and the court having cognizance thereof, 
on notice to adverse parties and other due proceedings had, may 
adjudge that such applicant is entitled, according to law, to re- 
ceive a patent for his invention, as specified in his claim, or for any 
part thereof, as the facts in the case may appear”, and that such 
adjudication, if in favor of the right of the applicant, shall author- 
ize the Commissioner to issue a patent to him when he has complied 
with certain other requirements of the statute. 

It will be observed that section 9 of the trade-mark statute, 
supra, so much relied upon by the Baldwin Company, deals with 


appeals from the Commissioner of Patents to this court, and de- 


clares that the rules of practice and procedure in patent cases shall 


govern in every state of “such proceedings” as far as they may be 
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applicable. What proceedings? Clearly, the proceedings followed 
in taking the appeals just mentioned. There is nothing in it which 
purports to deal with what shall happen after an appeal has been 
determined. Section 4914 says that no decision by this court shall 
preclude any person interested from the right to contest the validity 
of a patent “in any court wherein the same may be called in ques- 
tion.” This relates to something that may take place after the de- 
cision of this court, and has no relation to proceedings in an appeal 
from the Commissioner to this court. And what is said with respect 
to this section may also be said with respect to section 4915, which 
deals with patent cases after they have been disposed of by this 
court or by the Commissioner in case no appeal is taken to this 
court. There is nothing in it which relates to an appeal from the 
Commissioner to this court, and therefore, it cannot affect “such 
proceedings.” Besides, Congress has provided by section 22 of the 
trade-mark statute (33 Stat. 729) for proceedings in equity after a 
case has been finally disposed of by this court. It is there declared 
that “whenever there are interfering registered trade-marks, any 
person interested in any one of them may have relief against the in- 
terfering registrant, and all persons interested under him, by suit 
in equity against the said registrant.” (Italics ours.) But no 
provision is made for a suit in equity in a case such as the one be- 
fore us. Does not this call for the application of the maxim Evz- 
pressio unius est exclusio alterius? 

There is a good reason why Congress should have provided for 
equitable relief in patent cases, as it has done in section 4915, with- 
out making a like provision for trade-mark cases. If the section 
did not exist the applicant for a patent would be concluded by the 
decision of this court holding that his invention was not patentable. 
He might manufacture and put it on the market and successfully 
defeat anyone who might charge him with being an infringer, but he 
could not obtain a monopoly himself. Brown v. Duchesne, 19 How. 
183; Dable Grain Shovel Co. v. Flint, 187 U. S. 41. Against his 
will his invention could be made and vended by anybody with im- 


punity. Moreover, a patent conveys a property right to the in- 





a 
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ventor. Imperial Cotto Sales Co. v. N. K. Fairbanks, Co., 50 App 
D. C. 250, 270 Fed. 686 [11 T. M. Rep. 107]; Shaw v. Cooper, 7 
Pet. 292; Cammeyer v. Newton, 94 U. S. 225. To be denied a 
patent is to be denied this right, which may be very valuable. 

In the case of a trade-mark the situation is entirely different. 
The registration of a mark conveys no property right (Sarrazin v. 
W.R. Irby Cigar & Tobacco Co., 93 Fed. 624; Hanover Star Mill- 
ing Co. v. Allen & Wheeler Co., 208 Fed. 513 [6 T. M. Rep. 149]; 
Andrew Jergens Co. v. Woodbury, Inc., 273 Fed. 952, 965 [11 T. 
M. Rep. 192]) and its cancellation takes none away. Ownership of 
the mark depends upon its adoption and use, not on its registration. 
Columbia Mill Co. v. Alcorn, 150 U. S. 460; Phillips v. Hudnut 
et al., 268 Fed. 643 [10 T. M. Rep. 243]. The only effect of the 
registration is to raise a rebuttable presumption in favor of the 
registrant's ownership. Section 16 of the trade-mark act says 
that the registration of a trade-mark shall be prima facie evidence 
of ownership. 33 Stat. 728. If in a contest between a registrant 
and one who is using the same mark upon the same class of goods, 
the latter can establish that he is the owner of the mark, the regis- 
tration of it will avail the other party nothing. The right to a 
patent originates in the statute. The right to a trade-mark exists 
independently of a statute and comes into existence by reason of 
its adoption and use. (See authorities ante.) Under section 4915 the 
inventor may secure a monopoly of his invention, which he could 
not otherwise obtain, but the owner of a trade-mark could secure 
nothing which he did not have before except a presumption which 
might be overturned by proof. The one would gain much, the 
other very little. There is a reason, then, for section 4915 with 
respect to patents, but little reason for it with respect to trade- 
marks. To our mind these things indicate why section 4915 does 


not apply, either directly or by reference, to trade-mark cases. 


The Baldwin Company, however, contends that its right to 
maintain the bill is no longer open to discussion because the Supreme 
Court of the United States has settled the matter in Atkins & Com- 


pany Vv. Moore, 212 U. S. 285, and Baldwin Co. v. Howard Co., 


A 
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256 U. S. 35 [11 T. M. Rep. 159]. (The last case was the one 
between the parties to this suit when they were before the court 
on the appeals.) Of course if this contention be sound, that ends 
the contest so far as this court is concerned. We have but one 
duty in the premises and that is to follow those decisions. 

In construing the opinion of a court, reference must be had to 
the facts involved, and to the question to which the court’s mind 
was directed when formulating the decision. Cohens v. Virginia, 
6 Wheat. 264; Plumley v. Massachusetts, 155 U. S. 461, 471; Har- 
riman v. Northern Securities Co., 197 U. S. 244, 291. In the 
Atkins case it appeared that Atkins & Co. made application for 
registration of a trade-mark in the Patent Office. The application 
was denied, and on appeal to this court the decision was affirmed. 
An appeal and writ of error were allowed by the Supreme Court of 
the United States. The court dismissed both on the ground that 
our order affirming the decision of the Commissioner was not final. 
In support of its conclusion the court called attention to its decision 
in Frasch v. Moore, 211 U.S. 1, in which it was held that our de- 
cisions on appeals from the Patent Office are interlocutory and not 
final: also to the decision in Gaines v. Knecht, 212 U. S. 561. where 
a ruling to the same effect was made. After quoting with approval 
from our decision in Gaines v. Knecht, 27 App. D. C. 580, 5382, 
the court said that, in the light of the various details of the act of 
February 20, 1905 (Trade-Mark Act) and of the specific pro- 
visions of section 9, to which we have already called attention, it 
was of the opinon that proceedings under the act were governed by 
the same rules of practice and procedure as in the instance of 
patents and the writ of error was accordingly dismissed. Then 
it added that under section 4914, R. S., supra, no opinion or de- 
cision of the Court of Appeals on appeal from the Commissioner 
precludes any person from the right to contest the validity of such 
patent in any court wherein the same may be called in question, and 
that by section 4915 a remedy by bill in equity is given where a 
patent is refused, and that it regarded these provisions as ap- 
plicable in trade-mark cases under section 9 of the act of February 
20, 1905. 





| 
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That the act of February 20, 1905, makes it clear that the de- 
cisions of this court in trade-mark cases are not final is beyond 
question. (See section 16.) But the thing which makes trouble is 
the observation that the court regards the provisions of section 
1915 applicable in trade-mark cases under section 9 of the act of 
February 20, 1905. We do not think that the court was consider- 
ing anything but the question as to whether or not the decision of 
this court was final. That was the point before it and the one on 
which the thought of the court was centered. The provisions of 
the trade-mark act, especially section 16, furnished ample authority 
for the conclusion which it had reached. The court had no oc- 
casion to determine whether section 4915 gave a defeated applicant 
for registration the right to commence a proceeding in equity, and 
we do not think it intended to so decide. In this we are supported 
by a statement in the last opinion of the court upon the subject. 
Baldwin Co. v. Howard Co., supra. Mr. Justice Day, who spoke 
for the court in that case, after referring to the decisions in the 
Frasch, Atkins, and Gaines cases, wherein the various statutory sec- 
tions about which we have been writing were referred to, said: 
“No provision is made which permits this statutory proceeding to 
be carried beyond the decision of the Court of Appeals of the Dis- 
trict of Columbia, the decision of which court is directed to be certi- 
fied to the Commissioner of Patents.’”’ The statutory proceedings 
referred to is the one relating to the registration of trade-marks, the 
decisions of the Commissioner touching the same and the review of 
his decisions by this court. This proceeding, according to the 
learned justice, cannot be carried beyond the decision of the Court 
of Appeals. In other words, the questions of registration, cancella- 


tion, opposition, and interference in trade-mark cases are ended by 


our decision. The only thing decided in such a proceeding is as to 
whether or not the mark shall be registered, or, having been regis- 
tered, whether or not it shall be cancelled. The effect of the regis- 
tration, as we have seen, is simply to provide a rule of evidence 
which under section 16, supra, casts upon him who would attack 
the right of the registrant to the mark the burden of establishing 


his claim in an infringement, unfair competition, or other proper 








ns 
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proceeding. We think the court had this in mind when it said that 
there was no authority for carrying the statutory proceeding beyond 
the decision of the Court of Appeals. 

Believing that there is no authority for the maintenance of this 
suit, we reverse the decision appealed from and remand the case 
with instructions to dismiss the suit, costs to be assessed against 
appellee. 

Mr. Justice Ross dissenting: 

Section 9 of the Trade-Mark Act of February 20, 1905 (33 
Stat. 724), authorizes an applicant for registration of a trade-mark, 
a party to an interference as to a trade-mark, a party who has 
filed an opposition to the registration of a trade-mark, or a party to 
an application for the cancellation of the registration of a trade- 
mark, to appeal from the decision of the Commissioner of Patents 
to this court, on compliance with conditions incident to an appeal 
by an applicant for patent or a party to an interference, as to an 
invention, and it is further provided that “the same rules of practice 
and procedure shall govern in every stage of such proceedings, as 
far as the same may be applicable.” Were this an open question, 
the force of the argument of my Associates would lead me to their 
conclusion that the provision last quoted refers only to proceedings 
in this court, and that view would be further strengthened by the 
specific provisions of Section 22 of the Trade-Mark Act, which ap- 
parently were intended to restrict and limit the right to equitable 
relief to parties to “interfering registered trade-marks.” However, 
as I read the opinion of the court in Baldwin Co. v. Howard Co., 
256 U. S. 35, 39 [11 T. M. Rep. 159], it there is intimated that 
Section 4915, R. S., authorizes a remedy by bill in equity in a case 
like the present. Therefore, while it is quite possible that, when 
the provisions of Section 22 of the Trade-Mark Act are brought to 
the attention of the Supreme Court and a definite ruling invoked, 
the conclusion reached by my Associates will be approved, I now 
feel constrained to give full force and effect to the suggestion in the 


Howard case and to dissent here. 


Cuas. H. Ross, A. J. 
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Note on Precepinc Case:—Is a decision ot the Court of 


Appeals of the District of Columbia on an appeal from the Commis- 

sioner of Patents, in a patent or trade-mark case, a final decision? 
The Supreme Court of the United States in at least six cases 

has held that such a decision was not a final decision. These cases 


are: 


Frasch v. Moore, 211 U. S. 1, which was an appeal, writ of error and 
certiorari, to review a decision of the Court of Appeals of the District of 
Columbia affirming a decision of the Commissioner of Patents requiring a 
division between a process and apparatus claims in a patent application. 

Johnson v. Mueser, 412 U. S. 283, was a writ of error to review a de- 
cision of the Court of Appeals of the District of Columbia which affirmed 
a decision of the Commissioner of Patents in a patent interference proceed- 
ing involving priority of invention. 

Gaines v. Knecht, 212 U. S. 561, was a writ of error to review a de- 
cision of the Court of Appeals of the District of Columbia which affirmed 
a decision of the Commissioner of Patents dismissing an opposition to an 
application to register a trade-mark. 

Atkins v. Moore, 212 U. S, 285, was an appeal and writ of error to re- 
view a decision of the Court of Appeals of the District of Columbia which 
affirmed a decision of the Commissioner of Patents in a proceeding arising 
under an application to register a trade-mark. 

The Baldwin Company v. R. S. Howard Company, 256 U. S. 35 [11 T. 
M. Rep. 159], was an appeal and writ of certiorari to review a decision of 
the Court of Appeals of the District of Columbia adjudging that two trade- 
mark registrations should be cancelled. 

American Steel Foundries v. Whitehead, 256 U. S. 40, was a writ of 
certiorari to review a decision of the Court of Appeals of the District of 
Columbia affirming a decision of the Commissioner of Patents 


refusing 
registration to a trade-mark. 


The general rule is that a decision of an Appeal Court which 
sends the case back to a lower tribunal without leaving that tribunal 
with any judicial discretion in the matter is a final decision. Tak- 
ing, for instance, the Baldwin-Howard case or the American Stee] 
Foundries case, it cannot be seen that the Commissioner of Patents 
is left with any judicial discretion whatever. 

It must, of course, be admitted that the statute giving the right 
of appeal to the Court of Appeals of the District of Columbia from 


decisions of the Commissioner of Patents is somewhat unusual in its 


phraseology, and that it does not provide in terms for : 


or decree, but requires instead that 


a judgment 
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NULYNE LABORATORIES V. ELECTRO-ALKALINE COMPANY 119 


“the Court shall return to the Commissioner a certificate of its proceedings 
and decision, which shall be entered of record in the Patent Office, and 
which shall govern the future proceedings in the case.” 

In many cases, after this certificate is returned there is still 
judicial discretion left in the Commissioner to do something, but in 
cases like the Baldwin-Howard case, or the American Steel Foun- 
dries case, there is no possibility that the Commissioner can do any- 
thing further except the ministerial act of executing the adjudica- 
tion of the Court of Appeals of the District of Columbia. Hence, 
why is not this certificate of the Court of Appeals of the District of 
Columbia in such cases exactly the same as a mandate, and why 
does it not have the same effect, and why is not a decision of the 
Court of Appeals of the District of Columbia a final decision? 

Also is there any difference between a decision of the Court of 
Appeals of the District of Columbia in refusing to grant a registra 
tion of a trade-mark (American Steel Foundries case), and ordering 
the Commissioner of Patents to cancel a trade-mark registration 
(Baldwin v. Howard), as distinguished from Gaines v. Knecht, and 


Atkins v. Moore, supra, and, if so, what is it? 


Nutyne Laroratories v. Evecrro-ALKALine CoMPANny 


Court of Appeals of the District of Columbia 


January, 1923 


Trape-Marks—Opposirion and AppeaAL—“CHLOREX” anv “CrLorox’—Goopns 
or DirrereNntT Descriprive Properties—Reversat. 
Where, after appellee had adopted and used the word “Clorox” as 
a trade-mark for bleaching, cleansing and disinfecting compounds, ap- 
pellant in good faith began the use of the word “Chlorex” on tooth 
4 paste, the former should not be permitted several years thereafter to 
appropriate the business and good-will thus established, particularly 
as the respective goods are dissimilar and possess different qualities 
and characteristics, despite the fact that appellee’s product, may, if 
sufficiently diluted, be used as a mouth-wash. 


Fred L. Chappell, of Kalamazoo, Mich., for appellant. 
William S. Hodge, of Washington, D. C., for appellee. 
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Cuas. H. Ross., A. J.: Appeal from a decision of the Com- 
missioner of Patents, in a trade-mark opposition case in which the 
Office refused to register “Chlorex” for appellant as a trade-mark 
for tooth paste, on the ground of conflict with appellee’s previously 
registered mark “Clorox”, for use on “bleaching, cleansing, and 
antiseptic compounds.” (For the Commissioner’s decision, see 11 
T. M. Rep. 322. 

In February, of 1915, the appellee, a corporation located at 
Oakland, California, registered the following mark and claimed use 
since July 15, 1914: 





According to the testimony of the President of appellee cor- 
poration, its preparation is put up in bottles and the directions 
thereon “‘simply state what it is used for, as a germicidal, disin- 
fectant and antiseptic and a bleach.” This witness, testifying in 
August of 1920, stated that for “over two years” he had used it 
as a “tooth wash”. The testimony of the other witnesses for ap- 
pellee was substantially the same, except that its Manager stated 
that its preparation was used “for laundry purposes, household, 
creameries, hospitals, swimming pools, purification of water, bathing 
suits.” This witness further stated that he had used it as a tooth 
wash “for probably four years, off and on’’, but he admitted that it 
never had been sold for that purpose. It further appeared that 
just prior to the taking of the testimony appellee had considered 
putting up a tooth paste and mouth wash. 

Appellant, a corporation located in the City of Jackson, in 
the State of Michigan, filed its application in June of 1921, and 
alleged use since November of 1917. 

We are convinced that, at the time of the adoption and use of 


the mark by appellant, in connection with the sale of tooth paste, 
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appellee did not contemplate the preparation and sale of a tooth 
paste or mouth wash. We are further convinced, by the evidence 
offered for appellee, that its preparation was neither intended for 
nor capable of use as a tooth paste. It may be assumed that, in a 
sufficiently diluted form, it may be successfully used as an anti- 
septic or mouth wash. 

This, therefore, is a case in which the goods of the parties are 
dissimilar and possess different qualities and characteristics. See 
Anglo-American Incandescent Light Co. v. General Electric Light 
Co., 438 App. D. C. 385 [5 T. M. Rep. 330], and Fishback Soap Co. 
v. Kleeno Mfg. Co., 44 App. D. C. 6. When appellant adopted its 
mark the field was open. In other words, there is nothing to raise 
a doubt as to its good faith, and we therefore do not think appellee 
should be permitted, at this late day, to appropriate the business and 
good-will thus established. This was the view of the Examiner of 
Interferences, who said: “The mere fact that the goods of the 
opposer can be used as an essential ingredient of a tooth paste is 
deemed by the examiner not to justify the conclusion that tooth 
paste and these goods possess the same descriptive properties.” 


The decision appealed from is reversed. 


Tue Tovuraine Company v. F. B. WasHuspurn & Co. 
Court of Appeals of the District of Columbia 
February 5, 1923 


Trave-Marks—Opposition anpd AppeaL—“TouraAINe” ror CoNFECTIONERY— 

Trav—E or Grave Name DistiIncuisHep FRoM TrapE-Mark—Re- 

VERSAL. 

Where opposer was first to adopt the word “Touraine” for candy, 
but applied it to but one out of over two hundred mixtures or pieces, 
and then as a grade name in connection with its regular trade-mark, 
its use thereof was to indicate the character of the goods, rather than 
their origin; and, inasmuch as it fails to prove it would be damaged 
by the registration of the mark to the applicant company, whose use 
on candy has been such as to clearly identify the goods as of the 


latter’s manufacture, the opposition must be dismissed and the Com- 
missioner’s decision reversed. 














| 
| 
| 
| 
| 
| 
| 


122 THIRTEEN TRADE-MARK REPORTER 


Appeal from a decision of the Commissioner of Patents in an 
opposition proceeding. Reversed. For the Commissioner's deci- 
sion, see 12 T. M. Rep. 367. 


Ellis Spear, Jr., of Boston, Mass., for appellant. 
David P. Wohlhaupter, and Emory L. Groff, both of Washing- 
ton, D. C., for appellee. 


Smytu, C. J.: The Commissioner of Patents, on the opposi- 
tion of F. B. Washburn & Co., refused to register to the Touraine 
Company the word “Touraine” as a trade-mark for candy and con- 
fections, including chocolates, ete., and the latter company brings 
the proceedings here for our review. 

Both parties are engaged in the manufacture of candy, one 
in Brockton and the other in Boston, Mass., which they sell to 
wholesalers and jobbers. A grocery company adopted the mark 
in 1906, and the next year conveyed all right to it to the Touraine 
Company. From the time of the conveyance the latter company 
has used it as a trade-mark for all its products. Opposer is entitled 
to 1897 as the date on which it commenced the use of the mark. 
It was, therefore, undoubtedly the first to adopt and use it. 

But was its use a trade-mark use. or only a piece or grade 
mark use to indicate the ingredients of the piece to which it was 
attached? Opposer put out over 200 different pieces or mixtures 
but the word “Touraine” was applied to only one, and in the fol- 
lowing manner: 


Touraine Chocolate 2 Mitre | 


ASSORTED FLAVORS 


ail POUNDS N “S POUNDS NET WEIGHT ~ | 





Whenever a wholesaler desired a piece of a certain kind he 
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ordered it by its appropriate name. Opposer had two registered 
trade-marks, one of which, ““Waleco’, and a seal are displayed on 
the above specimen. If the word “Touraine’’ was used as a tech- 
nical trade-mark, then there were two such marks on the package. 
Opposer’s superintendent for twenty-five years said the word 
‘Touraine” referred distinctly to the grade or quality of the choco- 
late. Another employee who had been in opposer's service for 
seven years and in charge of the chocolate room for about four 
vears testified to the same effect. An employee of twenty-two 
vears’ service declared that the Waleco trade-mark was used on all 
the opposer’s goods so far as she knew. The opposer at times sold 
goods procured from the applicant, with the mark “Touraine” on 
the packages. For fourteen years, with full knowledge of the use 
of the mark by applicant, the opposer made no objection to its use. 
Many vears ago the applicant requested the opposer to refrain from 
the use of the mark. It refused to do so for the stated reason that 
it had been using the mark for a long time, but agreed not to apply 
it to any kind other than the chocolate piece. This was testified 
to by a witness who worked for twenty-five years for the opposer 
and had risen from the position of office boy to the rank of general 
manager. True, he had been discharged by the opposer, but this 
does not weaken his testimony, because he describes exactly what 
was done, according to the other witnesses, by the opposer so far 
as the use of the mark is concerned. It appears no one connected 
with the opposer thought of claiming the word “Touraine” as any- 
thing more than a grade mark until one Miner, who joined the com- 
pany in 1916, “originated the opposition,’ to use his own words. 
He was prompted to do so by a notice in a bulletin that the ap- 
plicant had asked for the registration of the word. This was about 
four months before he testified. The label copied above discloses 
that the word “Touraine” is not used alone but in connection with 
the two words “Chocolate Mixture.” Opposer spent no money in 
advertising its candy under the name of “Touraine’”’, while applicant 
spent over three-quarters of a million in advertising its products 


under that name. 





| 
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Considering all these facts we are satisfied that the opposer 
never used, or thought of using, the word as a trade-mark until 
Miner appeared upon the field, and that was many years after the 
applicant had adopted and applied it to its entire output. It was 
used by the opposer to indicate the character of the chocolate, not 
the origin of it. The distinction between a technical trade-mark 
and a device to denote style or quality is pointed out in Lawrence 
Mfg. Co. v. Tennessee Mfg. Co., 188 U. S. 587, 546; and Columbia 
Mill Co. v. Alcorn, 150 U. S. 460. The mere use of a word as a 
trade-mark does not prove likelihood of damage to one who uses the 
mark in another capacity, for instance, as a grade indicator. Since 
opposer has no other proof of probable damage its opposition should 
have been dismissed. 

The Patent Office in upholding the opposition appeared to 
rely on our decision in Atlas Underwear Co. v. B. V. D. Co., 48 
App. D. C. 425 [8 T. M. Rep. 230], but we do not think it sup- 
ports the conclusion reached. Of course a trade-mark use of a 
mark is not necessary in a proceeding of this kind. If the opposer 
can show in any way that he would probably be damaged by its 
registration to the applicant he may do so. The Trade-Mark 
Statute, section 6, 33 Stat. 726, is our chart. There is nothing in it 
which says that a person must own a trade-mark, registered or not, 
before he can oppose the registration of the mark to another person. 
All that the statute requires of him, according to our interpretation, 
is to prove facts which if true would tend to show that he would 
probably be damaged by the registration. Skene v. Marinello Co., 
270 Fed. 701 [9 T. M. Rep. 306]; McIlhenny Co. v. Trappey, 277 
Fed. 615 [12 T. M. Rep. 20]. Opposer relies on Nairn Linoleum 
Co. v. Ringwalt Linoleum Works, 46 App. D. C. 64 [7 T. M. Rep. 
216], but there is nothing in it which conflicts with the views we 
have here expressed. It declares that it is permissible for one who 
has used a word as a trade-name to make opposition to its registra- 
tion as a trade-mark. Undoubtedly this is correct. But it does not 


follow that the mere fact that he has used it as a trade-name estab- 


lishes that he would be damaged by the registration of the same 
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name as a trade-mark. He may continue to use the word as a 


trade-mark notwithstanding its registration to another as a trade- 
mark. 


The opposer in this case having failed to prove that it would 
probably be damaged by the registration of the mark, we must re- 
verse the decision of the commissioner, and it is so ordered. 

Reversed. 


Judge Smith, of the United States Court of Customs Appeals, 


sat in the place of Mr. Justice VanOrsdel in the hearing and de- 
termination of this appeal. 


Rice MaNuFractuRING Company v. Smitu & Hemenway Company, 


INc. 


Court of Appeals of the District of Columbia 


January, 1923 


TrapE-Marks—Opposirion AND Appeat—‘“Rep Devin” ann Device—Pnev- 
matic River & Currers or THE Same Descriptive Properties 

Guass Currers, Cotp Cuisets, Piiers anp Saw Visrs—AFFIRMAL. 

The concurrent use of the words “Red Devil” accompanied by a 
supposedly representative picture, as a trade-mark for applicant’s 
pneumatic rivet cutters, on the one hand, and on opposer's glass 
cutters, cold chisels, pliers, saw vises, chain drills, hack saws, nail and 
rivet sets and wire grips on the other, would be likely to create con- 
fusion in the minds of the public and deceive purchasers, inasmuch as, 
although the respective tools are of different sizes, they are used for 


the same general purposes and possess the same general qualities or 
characteristics. 


AS 


Appeal from a decision of the Commissioner of Patents in an 
opposition proceeding. Affirmed. 


J. F. Robb, H. C. Robb, and H. S. Hill, all of Washington, 
D. C., for appellant. 


F. C. Somes, of Washington, D. C., for appellee. 


Cuas. H. Ross, Associate Justice: Appeal from concurrent 


decisions of the Patent Office tribunals in a trade-mark opposition 
P} 
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proceeding in which applicant was denied the right to register the 
words “Red Devil’, accompanied by a supposedly representative 
picture. 

Applicant adopted this mark in 1918, and since that time has 
used it in connection with the sale of pneumatic rivet cutters. Prior 
to the adoption of this mark by the applicant, the opposer, appellee 
here, adopted and has since used substantially the same mark in con- 
nection with the sale of numerous tool and hardware specialties, 
such as glass cutters, cold chisels, pliers, saw vises, chain, drills, 
hack saws, nail and rivet sets, wire grips, ete. 

It is the contention of the applicant that its pneumatic rivet 
cutters are not of the same descriptive properties, within the mean- 
ing of the Trade-Mark Act, as the smaller tools of the opposer. 
The Patent Office thought otherwise. The business end of ap- 
plicant’s rivet cutter is a cold chisel and, although the power actuat 
ing it is derived from pneumatic pressure, it functions in exactly 
the same way as though manually operated. In other words, it is 
a rivet cutter, whether automatically or manually operated. It may 
be conceded that there is considerable difference between a large 
automatic rivet cutter and a smaller hand tool, such as opposer 
manufactures and sells, but that difference is less noticable in the 
smaller tool manufactured by applicant and called the “Baby 
Devil”. In either case, however, the purpose of the tools of the 
two parties is the same, and it must be held that they are goods of 
“the same general qualities or characteristics as those of the goods 
to which” opposer’s, trade-mark already had been applied. Anglo- 
American Inecand. L. Co. v. General E. Co., 48 App. D. C. 885 [5 
T. M. Rep. 330]; Imperial Cotto Sales Co. v. N. K. Fairbanks Co., 
50 App. D. C. 250 [11 T. M. Rep. 107]. Certainly there is suf- 
ficient similarity in the characteristics of the products of the parties 
as to be likely to create confusion in the mind of the public and to 
deceive purchasers. 


The decision therefore is affirmed. 
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H. Kcuun & Sons, Inc. v. ArtHur Letts 
Court of Appeals of the District of Columbia 
January, 1923 


Trape-Marks—INvERFERENCE AND AppeAL—Errect oF ReGistration UNDbDER 

THE STATUTE. 

Registration does not give prima facie the exclusive right to use 
a mark in every part of the country. 

Trape-Marks—INTERFERENCE AND AppeaL “AmeERICAN Boy” ror CLOTHING 

—JURISDICTION oF CouRT. 

In an interference proceeding, after the court had remanded 
the case to the Commissioner to hear testimony as to appellee’s use of 
the mark, the Commissioner was right in denying appellant’s request 
for leave to argue that the Court’s mandate was not in accordance with 
law and should not be obeyed, as the Court of Appeals of the District 
of Columbia is authorized by law to revise a decision appealed from 
and to advise the Commissioner of such decision. 

Same—Same—Ruicut or Prior User to Recisrer iN Sprre oF ANOTHER’S 

REGISTRATION. 

Where the appellee established the fact that his use of the mark 
was prior to that of appellant, he is entitled to have it registered in 
spite of the latter’s registration of the same mark for similar goods, 
inasmuch as the statute vests the Commissioner with authority to 
register a trade-mark “for the person first to adopt and use the mark.” 


Appeal from a decision of the Commissioner of Patents in an 
interference proceeding. Affirmed. For the Commissioner’s de- 
cision, see 9 T. M. Rep. 314. 


William F. Hall, of Washington, D. C., for appellant. 
Charles J. O’Neill, of Washington, D. C., for appellee. 


Smytu, C. J.: The trade-mark “American Boy” as applied to 
outer clothing was registered for the appellant in 1917 0 nan appli- 
cation filed in 1915. Its use of the mark commenced just prior to 
the filing of the application. Appellee applied for registration of 


the same mark for the same class of goods in May, 1918. In due 
time an interference was declared between the registered mark and 
the application. No request was made to cancel the registration, 
and, consequently, the question before the court is as to whether or 
not appellee is entitled to registration. 

This is the second appearance of the case in this court. 50 
App. D. C. 104 [10 T. M. Rep. 381]. The first time, as now, the 
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decision of the Patent Office was in favor of the appellee Letts, but 
we reversed it on the ground that he had not established interstate 
use of the mark, and remanded the case “with direction to permit 
him to introduce further testimony” on that question. 

On the first hearing in the Patent Office the appellee took 
proof, but the appellant did not, relying on its filing date and the 
believed insufficiency of the appellee’s proof. Appellee, feeling that 
his proof as to interstate use was weak, made application for leave 
to reopen the case and take additional testimony on that point, but 
the Commissioner overruled the application, holding that the evi- 
dence was sufficient. When the case came here we took the view 
that the Commissioner had erred in that respect and sent the case 
back with the direction just mentioned. Upon its return to the 
Patent Office the Commissioner remanded it to the Examiner of In- 
terferences for further action in accordance with our mandate. 
Thereafter testimony was taken by the appellee with relation to in- 
terstate use. Subsequently, application was made by the appellant 
to the Commissioner for leave to argue that the mandate of this 
court was not in accordance with law and should not be obeyed, but 
the application was denied. Appellant then moved for judgment in 
its favor irrespective of the testimony which appellee had taken. 
This motion was also denied. Afterwards it requested leave to take 
testimony “for the purpose of establishing use by it of the trade- 
mark in controversy.” This was overruled on the ground that our 
mandate did not permit it, but at the same time the appellant was 
advised that it was at liberty to take testimony in rebuttal of the 
testimony adduced by the appellee touching interstate use. This 
opportunity was rejected, and the Commissioner finding that ap- 
pellee had established interstate use held that he was entitled to 
registration. 

We have jurisdiction of the matter of appeals from the Com- 
missioner of Patents, and we are authorized to revise a decision ap- 
pealed from and to advise the Commissioner of our conclusion. Sec- 


tion 4914, R. S. So that our mandate in this case was not void. 


If we erred in adjudging that the Commissioner should permit ap- 
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pellee to take additional testimony, nevertheless, our ruling in that 
respect became the law of the case, it was the duty of the Com- 
missioner to follow it, and we are bound by it on this appeal. Every 
question of law or fact which comes before an appellate court and is 
decided by it is thereby conclusively settled both for the court be- 
low, and the appellate court upon a subsequent appeal. See Wash- 
ington Post Company v. Chaloner, +7 App. D. C. 66, 71, and many 
cases which it cites in support of this well-established principle of 
law. The Commissioner, therefore, did not err in following the 
mandate. 

Appellant argues that notwithstanding the fact that the ap- 
pellee has established his prior use of the mark in interstate com- 
merce, he is still not entitled to have it registered, because, as stated 
by the appellant, his use of it is limited to a certain part of the 
country, and hence he has no right to the exclusive use of it in any 
other section, especially in view of the alleged fact that appellant’s 
use of the mark is limited to an entirely different section where the 
goods of both parties never come into competition with each other. 
If, appellant says, the appellee is granted registration, it would 
thereby acquire prima facie the exclusive right to the use of the 
mark in every part of the country, which would be in conflict with 
law. But there is nothing in the statute warranting this contention. 
It says, “That no mark by which the goods of the owner of the 
mark may be distinguished from other goods of the same class shall 
be refused registration,’ except in certain instances which have no 
bearing here. Section 5, 33 Stat. L. 725. This mark serves that 
purpose. And Section 7 of the same act, which deals with inter- 
ferences, vests the Commissioner with authority to register a trade- 
mark “for the person first to adopt and use the mark.”’ In the case 
before us the appellee is the owner of the mark and was the first 
to adopt and use it, and is therefore entitled to have it registered for 
him. 

Nor is there anything in Hanover Star Milling Co. v. Metcalf, 
240 U. S. 403 [6 T. M. Rep. 149], or United Drug Co. v. Rectanus 
Co., 248 U. S. 90 [9 T. M. Rep. 1], which supports appellant, al- 


| 
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though its counsel places very much stress upon both cases. The 
question of registration, the one with which we have to deal, was not 
present in either of the cases. In the Hanover case the plaintiff 
sought an injunction to restrain the use of the mark by the defend- 
ant on the assumption that it was damaged thereby. The question 
for decision was as to whether or not it was, or would likely be, so 
damaged. The court noted that neither party had registered its 
trade-mark under any act of Congress or under any law of any 
State, and that because of this the question involved had to “be de- 
cided according to common-law principles of general application.” 
The Rectanus case was also based on equitable considerations alone. 
It was contended that the Rectanus Company should be restrained 
from the use of the mark on the theory that the United Drug Com- 
pany had the prior right to it, and that its use by the Rectanus Com- 
pany damaged it. The mark was not registered under the act of 
1905, and was not renewed under section 12 of that act. “Hence,” 
said the court, “we need not consider whether anything in this act 
(1905) would aid the petitioner’s case.” As we have said, neither 
case throws any light upon the question with which we are con- 
cerned here. 

Even if the appellant had the right to adduce testimony other 
than that relating to the interstate use of the mark by the appellee, 
the Commissioner committed no error in overruling his motion for 
leave to do so, since the motion did not disclose the particular point 
which appellant desired to prove. It was too general. United 
States v. United States Fidelity & Guaranty Co., 236 U. S. 512. 
529; Robertson v. Washington Railway and Electric Co., 279 Fed. 
180. It asked for leave to take testimony “for the purpose of 
establishing use by it of the trade-mark in controversy.” No hint 
here that appellant desired to show and expected to prove that it 
used the mark in territory entirely different from that in which the 
appellee was active. Hence no error can be predicated on the 
Commissioner’s refusal. 

We may add that it would have been better practice for the 


Commissioner when the case was first before him to have granted 
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the appellee’s request to reopen it that he might offer additional 
testimony relative to interstate use. No testimony should be ex- 
cluded, though objected to, unless it is manifestly improper. This 
is in accordance with general equity practice in the federal courts 
(Blease v. Garlington, 92 U. S. 1, 8; Equity Rule 46), which 
governs here. Patent Office Rule 1538. Then, when the case comes 
before us on appeal we will have all the testimony, whether re- 
ceived under objection or otherwise, and we may consider it—‘‘the 


evidence produced before the Commissioner” (see 4919, Id.)—and 


give to it such weight as we may think proper. If that course had 
} been followed when this case was first tried in the Office, the de- 


cision would not have been reversed and this appeal would be un- 
necessary. 
Perceiving no error in the decision of the Commissioner, it is 


afirmed. 


AMERICAN GRINDER MANUFACTURING CoMPANY v. WaALDEN- 


Worcester, [Nnc. 
Court of Appeals of the District of Columbia 
January, 19235 


Trape-Marks—CaANCELLATION AND AppeAL—“BLACKHAWK” AND “Toma- 

HAWK” FoR Socket WrencHES—CONFUSING SIMILARITY—AFFIRMAL. 

The word “Blackhawk”, registered by the appellant as a trade 

mark for socket wrenches is confusingly similar to the appellee’s mark 

consisting of the word “Tomahawk”, adopted long prior to appellant's 

and used on the same goods, and the Commissioner’s decision granting 
cancellation of the former mark is affirmed. 


Appeal from a decision of the Commissioner of Patents in a 


cancellation proceeding. Affirmed. 


William L. Symons, of Washington, D. C., and S. W. Banning, 
of Chicago, Ill., for appellant. 

Edmund Q. Moses, of New York City, Joseph H. Milans, and 

Calvin T. Milans, of Washington, D. C., for appellee. 
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Cuas. H. Ross, Associate Justice: Appeal from concurrent 
decisions of the Patent Office tribunals cancelling appellant’s regis- 
tration of the word “Blackhawk” as a trade-mark for socket 
wrenches, on the ground of conflict between that mark and appellee’s 
mark ““Tomahawk’’, used on the same class of goods. “‘“Blackhawk’’ 
was adopted in May of 1919. 

As early as 1914 appellee adopted and since has extensively 
used the word “Tomahawk” as a trade-mark for socket wrenches. 
C. N. and F. W. Jonas acted as agents or distributors for appellee 
on the Pacific Coast from 1914 to 1918, and in the Middle West 
territory from 1916 to 1918, when, at the instance of appellee, the 
relationship was severed. ‘Thereafter the Jonas brothers became 
identified with the appellant company which commenced to manu- 
facture and sell wrenches in competition with appellee. It was then 
that the trade-mark “Blackhawk” was adopted. 

We agree with the Patent Office that the marks are sufficiently 
similar as to be likely to create confusion, and, as we have intimated 
in prior decisions, the circumstances indicate strongly a purpose 
and intent on the part of appellant to reap some benefit from the 
established trade of the appellee. 


The decision is affirmed. 





IN RE THE APPLICATION OF THE B. F. Gooprich Company 
Court of Appeals of the District of Columbia 
January, 1923 


Trape-Marxs—Rervusat to Recisrer aND AppEAL—“Sarety” FoR PwNev- } 
matic Trre Castres Mave or Russper Fasric—Descriptrive Term— 
Goons or Same Descriptive Propertres—AFFIRMAL. 
Pneumatic tire casings made of rubber combined with fabric, and 
conducting hose composed of rubber and fabric for which the word 
“Safety” has been registered are of the same descriptive properties. 
Moreover, the word “Safety” is clearly descriptive, conveying the im- 
pression that the tire might be used with approximate safety, and the 
Commissioner’s decision refusing registration is affirmed. 
SaME—SAME—SAME—REGISTRABILITY UNper Act or Marcu 19, 1920. 
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The mark in question is not registrable under the Act of 1920, in- 
asmuch as trade-marks are forbidden registration thereunder that are 
identical with a known trade-mark owned and used in interstate and 


foreign commerce by another and appropriated to goods of the same 
descriptive properties. 


Appeal from the decision of the Commissioner of Patents. (See 
12 T. M. Rep. 259.) 


Horace A. Dodge, of Washington, D. C., and Robert M. Pier- 
son, of Akron, Ohio, for applicant. 


T. A. Hostetler, of Washington, D. C., for Commissioner of 

Patents. 

Constantine J. Smytu, C. J.: The Commissioner of Patents 
refused registration of the word “Safety” as a trade-mark for pneu- 
matic tire casings made of rubber combined with fabric, on the 
ground that the word had been previously registered for “conducting 
hose composed of rubber and fabric,” which the Commissioner ruled 
were goods of the same descriptive properties as those on which ap- 
plicant used its mark, and also on the ground that the word is 
descriptive. 

We decided in Gutta-Percha § Rubber Manufacturing Co. v. 
Ajax Manufacturing Co., 46 App. D. C. 230 [9 T. M. Rep. 70}, 
that automobile tires and rubber hose and belting have the same 
descriptive qualities. It follows from this decision, which we ad- 
here to, that the goods covered by the prior registration and those 
of the applicant have the same descriptive properties. No rule has 
been formulated by which it may be determined in every case that 
arises whether the goods involved have the same descriptive prop- 
erties. The nearest approach to it is this: that, if the use of the 
marks by the contending parties would be likely to lead the public 
to believe that the goods to which they are applied were produced 
by the same person or concern, it must be so because the goods 
possess the same descriptive properties. California Packing Co. v. 
Price-Booker Manufacturing Co. [13 T. M. Rep. 62], this day 
decided. Applying that rule here, we think the Commissioner was 


right, for we believe that a person observing the mark on a tire 














134 THIRTEEN TRADE-MARK REPORTER 


casing and on a rubber hose would be likely to assume that the goods 
were the products of the same concern. 

It seems to us also that the mark is clearly descriptive. To the 
mind of a prospective purchaser it would convey the impression 
that the tire might be used with approximate safety—that it would 
not skid nor do any other thing which might cause injury. The case 
is ruled by our decision in Jn re Alvah Bushnell Co., 49 App. D. C. 
133, 261 Fed. 10138 [10 T. M. Rep.88], where it is said that the 
impression which the mark would make upon the public is the test. 

Nor is there any merit in the contention that the mark is en- 
titled to registration under the Act of March 19, 1920. Section 1 
of that act says, “That trade-marks which are identical with a 
known trade-mark owned and used in interstate and foreign com- 
merce, or commerce with the Indian tribes by another and appro- 
priated to merchandise of the same descriptive properties as to be 
likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers, shall not be placed on this register.” This 
mark, for the reasons already pointed out, falls within the class 
which the section forbids the Commissioner to register. Therefore 


his decision is affirmed. 





Vacuum Ort Company v. GarGoyLe TEXTILE CoRPORATION 
Court of Appeals of the District of Columbia 


‘Trape-Marxks—Opposirion AND APpPpEAL—“GARGOYLE” FoR O1rs AND GREASES, 
anp For Corron, S1rKs AND Wooten Piece Goops—Goops nor or 

THE Same Descriptive Properties. 

It would require too great a stretch of the imagination to rule that 
the cotton, silk and woolen piece goods of applicant and the oils and 
greases of the opposer are of the same descriptive qualities. The de- 
cision dismissing the opposition must, therefore, be affirmed. 


Appeal from a decision of the Commissioner of Patents in an 


opposition proceeding. Affirmed. For the Commissioner’s decision, 
see 11 T. M. Rep. 378. 

C. Schuyler Davis, of Rochester, N. Y., for appellant. 

B. G. Foster, of Washington, D. C., for appellee. 











PAUL 





R. SHAILER V. TOURAINE COMPANY 


Cuas. H. Ross, Associate Justice: Appeal from concurrent 
decisions of the Patent Office in a trade-mark opposition proceeding 
dismissing the opposition of appellant to the registration by appellee 
of the word “Gargoyle’’, associated with the representation of a 
gargoyle as a trade-mark for piece goods of cotton, silk, or wool, or 
a combination thereof. 

The opposer, appellant here, long prior to the adoption of the 
mark by applicant, adopted and extensively used substantially the 
same mark for lubricating and illuminating oils, greases and waxes, 
ind similar petroleum products. As we remarked in Bartlett v. 
Arbuckle Bros., just decided, the scope of our inquiry in this pro- 
ceeding is restricted to the questions whether the marks are applied 
to goods of the same descriptive properties and whether they are so 
deceptively similar as to be likely to cause confusion in trade or 
deceive purchasers. It would require altogether too great a stretch 
of the imagination to rule that the fabrics of the applicant and the 

} oils, greases, etc., of the opposer are goods of the same descriptive 
properties. Clearly they are not. 


It follows that the decision must be and is affirmed. 


Pau, R. SuHaiLter v. TourAIneE Company 
Court of Appeals of the District of Columbia 
January, 1923 


Trape-Marks—CaNceLLaTion AND AppEAL—"“LiBerty BeLie” ann “OLD 
Liserty Beit” ror Canpnies—ConrvusinG SimiLartry—Use as Grant 
M arK—AFFIRMAL. 

Where appellee adopted the mark “Old Liberty Bell” for candies 
in 1907 and used it extensively thereafter, the concurrent use by ap- 
pellant of the words “Liberty Belle” and a colonial scene for similar 
goods, would be likely to cause confusion and to deceive purchasers, 
and the registration granted the latter should be cancelled; moreover, 

the use by appellee of the words “Belle Package” on certain of its 

confections did not impair its right to object to appellants’ registra- 
tion, as the word “Belle” was used as a grade mark only, being always 
accompanied by the word “Touraine” written in a distinctive manner. 
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Appeal from a decision of the Commissioner of Patents in a 
cancellation proceeding. Affirmed. For the Commissioner’s de- 
cision, see 12 T. M. Rep. 127. 


L. L. Morrill, of Washington, D. C., for appellant. 
Charles R. Allen, of Washington, D. C., for appellee. 


Cuas. H. Ross, Associate Justice: Appeal from concurrent 
decisions of the Patent Office tribunals cancelling, upon petition of 
the appellee, the mark of appellant, consisting of the words “Liberty 
Belle’, associated with a colonial scene and containing the words 
“Old Fashioned Candies’’, in the sale of which the mark has been 
used since May of 1919. 

As early as 1907 appellee adopted the mark “Old Liberty 
Bell’, which it since has extensively used on candies. Appellee also 
has used “Old Liberty” and a picture of the Liberty Bell. Obvi- 
ously these two marks have the same signification. It goes without 
saying, as found by the Patent Office, that the concurrent use of 
appellant’s mark upon the same class of goods would be likely to 
cause confusion in the mind of the public and deceive purchasers, 
within the meaning of the Trade-Mark Act. 

Appellant, however, contends that, because appellee’s testimony 
shows that it sold packages of candy marked “Belle Package’’, ap- 
pellee is not in a position to object to the registration by appellant 
of its mark, and cites Alaska Packers Assoc. v. Admiralty Trading 
Co., 48 App.-D. C. 198 [5 T. M. Rep. 251]. There would be force 
in this contention had appellee used the word “Belle” alone, but the 
evidence shows conclusively that this use always was in connection 
with the word “Touraine”, written in a distinctive manner and 


clearly indicating the origin of the goods. In other words, this use 


was in the nature of a grade mark and did not, in our opinion, con- 
flict with the use of the trade-mark “Old Liberty” or “Liberty Bell.” 


The decision is affirmed. 
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Ciee O. WorpeN anv Emit G. Houzer, Copartners, TRADING 
UnperR THE NAME AND STYLE oF Unitrep BarBer SERVICE 


Co. v. GIovANNI CANNALIATO 


Court of Appeals of the District of Columbia 


? 


January, 1923 


Trape-Marks— Hanp-wrirren LaBet SurFFIcient. 
The use by appellee of hand-written labels on his product is 
sufficient, as the statute does not require printed labels. 
TrapeE-Marks—CaNceELLATION AND Apprat—“X-Ray” ror Ham Tonic 
Test or Use 1x Interstate Trape—Intrent to Continue Use. 
Where appellee’s adoption and use of the word “X-Ray” as a 
trade-mark for hair tonic antedated that of appellant and the sales 
made by him in interstate commerce establish his intention to continue 
use of the mark, his mark was properly registered, and the Commis- 
sioner’s decision refusing to cancel the registration is affirmed. 
Appeal from the decision of the Commissioner of Patents in a 
cancellation proceeding. Affirmed. For the Commissioner’s de- 


cision, see 12 T. M. Rep. 265. 


John E. Cross, of Baltimore, Md., for appellants. 
L. F. Randolph, J. F. Byrne, and H. M. Sterling, all of Wash- 


ington, D. C., for appellee. 


Smytu, C. J.: Cannaliato had registered for him in the Patent 
Office a trade-mark for hair tonic, a predominant and essential 
feature of which was the name “X-Ray”. He claimed to have used 
the mark on his goods continuously from May, 1913. Appellants 
claiming to have adopted the same mark for a like product in 1915, 
petitioned the Commissioner to cancel appellee’s mark, on the 
ground that he was not entitled to it and that the registration of it 
caused them damage. Both tribunals of the Patent Office found 
against them and dismissed the application. They appeal, assert- 
ing (1) that they had adopted and used the mark before the appellee 
did, and (2) that he never made a sufficient use of it in interstate 
commerce to entitle him to have it registered. 

Cannaliato established that he commenced the preparation of 
his hair tonic in 1912; that, at the instance of a person connected 


with a barber supply company, for which Holzer, one of the ap- 
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pellants, was then working, he adopted the name “X-Ray” as a 
mark for his tonic; that at first he used handwritten labels, which 
were written by a friend, who corroborates him; that he kept the 
tonic for sale in his barber shop, and distributed it from there to 
those whom he could induce to purchase it; that he sold many 
bottles of it with the trade-mark attached during the year 1914, 
and continued to sell it wherever he could up to the time when he 
made application to have the mark registered; that a barber doing 
business in Richmond, Va., purchased a half gallon of the tonic 
from him in Baltimore and shipped it to his place of business in 
Richmond, that the container bore Cannaliato’s trade-mark; that in 
the same year he sold two gallons of the tonic under the same label 
and shipped it to a person in New York, and that he used the mark 
uninterruptedly on his product up to the time the mark was regis- 
tered. There is testimony which tends very strongly to show that 
Holzer had knowledge of the appellee’s use of the mark long before 
it was adopted by Holzer and his partner. We are satisfied that 
the appellee has clearly established that he was the first to use 
the mark. 

The use of the handwritten label was sufficient. It was not 
necessary to have it printed. Regis v. Jaynes §& Co., 185 Mass. 
158. The statute does not require it. 

This brings us to consider whether or not Cannaliato’s use of 
the mark in interstate commerce was sufficient to satisfy the statute. 
We do not think the shipment to Richmond helps him in that re- 
gard. It appears that the purchaser came to Baltimore, there re- 
ceived delivery of the goods, and then shipped them to himself in 
Richmond. This was not a shipment by Cannaliato, and we put it 
aside as having no tendency to establish interstate use of the mark. 
The shipment to New York, however, is in a different category. It 
was made by Cannaliato in 1914, and establishes the use of the 
mark in interstate commerce before the appellants came into the 
field. He was ready from that time on to supply any demand that 
might come to him for shipment between the States. We think this 


was enough to establish interstate use. No particular period of use 
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is necessary. A single instance of use, with accompanying circum- 
stances showing an intention to continue the use, satisfies the law. 
Kohler Manufacturing Co. v. Beeshore, 59 Fed. 572; Kathreiner’s 
Malzkaffee Fabriken, etc. v. Pastor Kneipp Medicine Co., 82 Fed. 
321; Ritz Cycle Car Co. v. Driggs-Seabury Ordnance Corp., 237 
Fed. 125 [7 T. M. Rep. 54]; Wallace & Co. v. Repetti, Inc., 266 
Fed. 307 [10 T. M. Rep. 263]. Cannaliato’s intention to continue 
the use of the mark is manifest. 

Appellants bring to our attention a number of authorities, 
among which are Menendez v. Holt, 128 U. S. 514; Kohler Manu- 
facturing Co. v. Beshore, 53 Fed. 262; Richter v. Reynolds, 59 
Fed. 577; and Phillips v. Hudnut, 266 Fed. 643 [10 T. M. Rep. 
243], to support their contention that the interstate use shown was 
not sufficient. Special stress is laid upon the Phillips case, The 
facts there, however, were entirely different from what they are 
here. Phillips had no established place of business, placed his 
mark upon some sample boxes of toilet powder, the article for 
which he claimed a trade-mark, forwarded them to three dealers 
without any request to do so, and charged for each box five cents, 
the usual price being fifty cents a box. No other use of the mark was 
made by him. It was held that the sales, if they could be called 
such, made by Phillips were not made in good faith, and did not 
constitute such a use of the mark as was required by the statute. 
The circumstances did not indicate an intention to continue the use. 
This was fatal. Nothing in the other cases helps the appellants. 
True, as Hopkins on Trade-Marks, 3 Ed., p. 72, says, “The use of 
the mark by one claimant may be so transitory, spasmodic and in- 
considerable as not to vest title in the user as against one whose use 
has been long continued and universally recognized.” The use by 
Cannaliato was not spasmodic or inconsiderable. See also Paul on 
Trade-Marks, sec. 91, p. 151. 

We are satisfied that Cannaliato’s mark was properly regis- 
tered, and therefore that the decision of the Commissioner should 


affirmed. 





be. and it is, 
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Epwarp T. Tinker v. M. F. Patrrerson Dentat Suppty Co. 
Court of Appeals of the District of Columbia 
March 5, 1923 


Trape-MarKs—CaNCELLATION AND AppeEAL—‘“TrNKER” FoR GOLD AND 

Piratinum Attoy Metrat—Free Mark. 

Where appellant originated a gold alloy for dental inlays and 
bridge work, but did not patent the formula, the name “Tinker Gold” 
first given the invention has gone into public use, and may be used by 
anyone without permission of the appellant. 

Trape-Marxs—SurnamMes—Ricut or Horner to Sve ror CANCELLATION. 

Appellant, although not engaged in any business, or using his 
name to indicate any particular alloy made by him, is still in a posi- 
tion to claim that he has been damaged by the registration of his sur- 
name by appellee, inasmuch as a man’s name is sacred against its use 
by another as a trade-mark, particularly when, as here, the name 
has never acquired a trade-mark use, being merely descriptive of the 
gold formula, and hence its registration is in direct violation of ap- 
pellee’s statutory rights. Nor is the holder of the name obliged to show 
actual damage, as it will be presumed. 


Appeal from the decision of the Commissioner of Patents dis- 
missing petition for the cancellation of a trade-mark. Reversed. 


For the Commissioner’s decision, see 12 T. M. Rep. 270. 


F. A. Whiteley, of Minneapolis, Minn., for appellant. 
A.C. Paul, and M. M. Moore, both of Minneapolis, Minn., and 
W. G. Henderson, of Washington, D. C., for appellee. 


Before Ross and Van Orspet, Justices, and Smirn, Judge, 
U. S. Court of Customs Appeals. 


Van Orspex, Associate Justice: Appellant Tinker appeals 
from the decision of the Commissioner of Patents dismissing his 
petition for the cancellation of a trade-mark under the provisions 
of Section 13 of the Trade-Mark Act of February 20, 1905, 33 
Stats. L, 724. 

On April 6, 1920, registration was granted appellee Company 


of the word “un ] KER”, as a trade-mark used on gold and 


platinum alloy metal for dental inlays and bridge work. Petitioner, 
a practicing dentist, originated a gold alloy which bears his name 


and has come into general use by dentists. Dr. Tinker never 














EDWARD T. TINKER V. M. F. PATTERSON DENTAL supPLY co. 141 


patented the formula, hence it has long since gone into public use 
under the accepted name of “Tinker Gold”. It follows that any- 
one may use this generic name in connection with this quality of 
gold alloy without permission of the petitioner. Singer v. June, 163 
U. S. 169, 186. 

The tribunals below proceeded upon the assumption that inas- 
much as Dr. Tinker had not engaged in any business in addition to 
the practice of his profession, or used his name to indicate the origin 
of any particular alloy made by him, he is not in position to claim 
that he has been damaged by the registration of the mark in ques- 
tion. 

We think the case turns upon a different point. The mark 
here registered is the surname of appellant. It is not sufficiently 
distinguished to disguise the object of its adoption and registration, 
or to meet the statutory limitation against the registration of the 
name of an individual or corporation as a trade-mark. Being the 
name of the person who originated the goods upon which it is so 
generally used, it is immaterial that Dr. Tinker failed to manu- 
facture and sell goods designated by his name. A man’s name is 
sacred against use by another as a trade-mark. As this court said 
in Asbestone Co. v. Philip Carey Mfg. Co., 41 App. D. C. 507, 509 
[4 T. M. Rep. 161]: 


“The statute takes from the realm of possible registration the name 
of an individual, firm, corporation, or association, except under conditions 
not existing in this case. This limitation is founded upon sound principles 
of public policy. ‘A man’s name is his own property, and he has the 
same right to its use and enjoyment as he has to that of any other species 
of property. Brown Chemical Co. v. Meyer, 139 U. S. 540.” 


Nor can it be appropriated against others who have acquired 
the right to use it: 


“It is well settled that a personal name cannot be exclusively appro- 
priated by any one as against others having a right to use it; and as the 
name ‘Remington’ is an ordinary family surname, it was manifestly in- 
capable of exclusive appropriation as a valid trade-mark, and its registra- 
tion as such could not in itself give it validity.” Howe Scale Co. v. 
Wyckoff, Seamans § Benedict, 198 U. S. 118, 134. 


Whatever right the public may have acquired in the use of 
the product known as ““Tinker Gold”, is beside the case, since ap- 
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pellant’s right to object to the registration, by another, of his name 
as a trade-mark, is protected by statute. 33 Stats. L, 726. Nor 
does the public use of the product imply any dedication of appel- 
lant’s name to trade-mark use, even if such use could legally be 
made. ‘The designation, “Tinker Gold”, can be applied only to 
the formula discovered and published by Dr. Tinker. The name 
thus applied is merely descriptive of the gold formula. It has 
never acquired a trade-mark use, hence the use of the name as a 
trade-mark by registrant company, is in direct violation of Dr. 
Tinker’s statutory rights. Nor is appellant required to establish 
damage, as the result of the registration, in order to secure cancella- 
tion. As we held in the Asbestone case, the right of an individual 
to have the registration of his name cancelled, like the right of 
opposition, is statutory, and proof of actual damage is not required, 
it will be presumed. 


The decision of the Commissioner of Patents is reversed. 








S.S. Wuire DentTaL MANUFACTURING COMPANY V. JAMES 








MacDONALD 


Court of Appeals of the District of Columbia 
January, 1923 


Trape-Marxs—OppositioN and Appeat—‘WHITEETH” anv “S. S. Wuitre” 

For TeetTH. DuisTincTIVENESS OF PRESENTATION. 

In view of the distinctive manner in which appellee’s mark is 
presented, it would not be likely to create confusion with appellant’s 
mark, although the latter’s goods are sometimes known as “White’s 
Goods.” 

Appeal from a decision of the Commissioner of Patents in an 
opposition proceeding. Affirmed. For the Commissioner’s deci- 
sion, see 12 T. M. Rep. 127. 


Henry N. Paul, and Frank B. Fox; of Philadelphia, Pa., for 
appellant. 


Charles E. Francis, of New York City, for appellee. 





Cuas. H. Ross, Associate Justice: Appeal from concurrent | 
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decisions of the Patent Office tribunals dismissing the opposition of 
S. S. White Dental Manufacturing Company, a corporation, to the 
registration by appellee of the word ‘“Whiteeth’, written in a dis- 
tinctive way, as a trade-mark for tooth paste, the contention of ap- 
pellant being that applicant’s mark conflicts with its mark “S. S. 


White’, applied to the same class of goods. We here reproduce the 


ipilHEXEnTs 


SS.WHITE 


In view of the distinctive manner in which appellee’s mark is 


two marks: 


written, we are unable to say that its concurrent use with the mark 
of appellant would be likely to create confusion, which is the only 
question before us in this proceeding. ‘The result would be the 
same were we to assume, as the evidence indicates, that appellant’s 
goods are sometimes alluded to as ‘“White’s” Goods. In other 
words, there is nothing in appellee’s mark as now written and 
claimed to lead any one to believe that the goods to which it is ap- 
plied and the goods of appellant have a common origin. 


The decision therefore is affirmed. 


Francis H. Leccetrr & Co. v. Cuarites Epwarp Ritzer 
Court of Appeals of the District of Columbia 
January, 1923 


Trave-Marks—INTERFERENCE AND AppEaAt—‘PremierR” AND “AMERICA’S 
Premier” ror Non-Atconoiic BeveraGeE—RIGHT To Mark or Prin- 
cIPAL STocKHOLDER AND CreEpITOR oF First User, an INSOLVENT 
CorPORATION. 

In an interference proceeding, where applicant, although his ap- 
plication was filed nearly two years after the registration of the same 
mark to appellant, gave prima facie proof of priority of use by the 
fact that he was the principal stockholder and creditor of a now 
defunct corporation, whose use of the mark antedated that of appellant, 
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and that he used the mark continuously after said corporation 
abandoned its use, he is entitled to the mark. 


Appeal from the decision of the Commissioner of Patents in an 
interference proceeding. Affirmed. 


E. D. Sewall, E. T. Fenwick, and C. R. Allen, all of Washing- 
ton, D. C., for appellant. 
Arthur E. Wallace, of Chicago, Ill., for appellee. 


Smytu, C. J.: Francis H. Leggett & Co., a corporation, 
caused to be registered the trade-mark ‘Premier’ for non-alcoholic 
beverages, December 31, 1918, on an application filed August 15, 
same year. Ritzler is an applicant for registration of the mark 
‘America’s Premier” for the same class of goods. His application 
was filed May 17, 1920. An interference was declared between it 
and the registered mark. Testimony was taken in behalf of Ritzler. 
No testimony was produced by the Leggett Co., for the stated rea- 
son that it believed Ritzler had failed to prove title to the mark. 
Both tribunals of the Patent Office found against this contention. 

It appears that the mark claimed by Ritzler was at one time 
owned and used by a corporation which passed into the hands of a 
receiver sometime before 1914, and was dissolved in that year. The 
Leggett Co. argues that Ritzler never acquired ownership of the 
mark from the corporation. Ritzler denies this. The testimony 
adduced by him is not very satisfactory. It appears, however, 
that he was the principal stockholder and creditor of the corpora- 
tion at the time of its dissolution, and that by consent of those inter- 
ested he took over its assets, and agreed to pay all its obligations. 
In 1914, after the dissolution, he appropriated the mark to his 


goods, and used it continuously up to the time when he made appli- 


cation for its registration in 1918. In this it seems all parties hav- 
ing any claim against the corporation acquiesced, at least none ob- 
jected. We think these facts justify the inference that he became 
the owner of the mark in 1914, and continued as such up to and 
including the time of his application for its registration, and, there- 


fore, we affirm the decision of the Commissioner. 








